THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 95-0365
Application 07/921, 5371

Before JOHN D. SM TH, WElI FFENBACH and ELLIS, Adm nistrative
Pat ent Judges.

ELLI'S, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 1 through 9, all the clains pending in the application.
Clainms 1 and 7 are illustrative of the subject matter on

appeal and read as foll ows:

! Application for patent filed July 29, 1992.
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1. A shelf stable, air-curing conposition conprising an
acet oacetate functional polyner and a pol yfornmal dehyde chain
endbl ocked wi t h aut oxi di zabl e end groups, said pol yformal dehyde
chain having from1l to 14 formal dehyde units and being liquid and
soluble in the acetoacetate polyner, stored in the absence of
at nospheri c oxygen.

7. The conposition of Claim1l wherein the acetoacetate
functionality on the polymer is reversibly converted to enam ne
for storage, using ammonia or volatile am ne.

The references relied on by the exam ner are:

Greshamet al. (G esham 2,449, 469 Nov. 2, 1944
Bors et al. (Bors) 4,960, 924 Cct. 2, 1990

The clains are rejected as foll ows:

|. dains 1 through 7 are rejected under 35 U.S.C. § 112,
first paragraph, as the disclosure is only enabling for clains
limted to conmpositions containing a netal drier.

1. Cains 1 through 6, 8 and 9 are rejected under 35 U S. C
8 103 as being unpatentable over Bors in view of Gresham and
Huyser.

We have carefully considered the entire record which
includes, inter alia, the specification, the appellants’ Brief

(Paper No. 12) and the exam ner’s Answer (Paper No. 13). W

agree with the exam ner that the specification is enabling only
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for conpositions which conprise a netal drier and, therefore, we
affirmRejection |. However, we agree wth the appellants’ that
the clained invention is not obvious over the applied prior and

we reverse Rejection II.

The clained invention is directed to an air-curing
conposition which conprises an acetoacetate functional polyner
and an end- bl ocked pol yf or mal dehyde chain. The pol yfornal dehyde
beconmes functional only when the end-bl ocking group is renoved.
According to the specification the present conpositions “provide
a del ayed cure mechani sm which can be used to prepare coating
conpositions having a range of desired properties.”

Specification, p. 2, para. 1.

Rej ection |
The exam ner urges that the specification disclosure is only
enabling for conpositions which contain a netal drier. Paper No.
5 p. 2, para. 1. To support his position, the examner relies
on a statenent in the specification that “[t] he autoxidation
process wll take place without drier but it is inpractically

slow, particularly at roomtenperature.” Specification, p. 12,
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para. 3. W agree. It is well established that to satisfy the
enabl ement requirenment of 35 U.S.C. 8 112, first paragraph, the
specification nust teach those skilled in the art how to nmake and
use the full scope of the clainmed invention w thout undue
experinmentation. PPG Indus. Inc., v. Quardian Indus. Cornp.

75 F. 3d 1558, 1564, 37 USPQ2d 1618, 1623 (Fed. Gr. 1996); In re
Wight, 999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513; In re Vaeck,
947 F.2d 488, 495-96, 20 USPQ2d 1438, 1444-45 (Fed. Gr. 1991).
In the case before us, we do not find any gui dance or teachings
in the specification as to how to make and use the clai ned
conpositions without the presence of a netal drier. |In fact, to
the contrary, the referenced sentence fromp. 12 of the
specification explicitly states that without drier the

aut oxi dati on process is so slowthat it has no practical use.

Cf. Brenner v. Manson 383 U. S. 519, 534-35 (1966) (“The basic
quid pro quo contenplated by the Constitution and the Congress
for granting a patent nonopoly is the benefit derived by the
public froman invention with substantial utility. Unless and
until a process is refined and devel oped to this point-- where
specific benefit exists in currently available form- there is
insufficient justification for permtting an applicant to engross

[In] what may prove to be a broad field”).
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The appel |l ants contend that those skilled in the art woul d
understand the referenced statenent to nean that “if the reaction
rate is inportant to the selected end use, a conposition w thout
metal drier should be cured at elevated tenperature.” Brief,

p. 4, para. 2. W disagree. W find nothing in the referenced
sentence whi ch suggests perform ng the autoxidation reaction at a
different tenperature, either higher or lower. Although the
appel l ants urge that those skilled in the art would have
under st ood the phrase as suggesting an el evated tenperature, they
have not provided any evidence which supports that position.

Accordingly, Rejection | is affirned.

Rejection |1

According to the exam ner, Bors discloses “polynmers having
acetoacetate functionality introduced on the chain end by an
acet oacetate functional nmercaptan.” Answer, p. 3. [In addition,
t he exam ner states that G esham describes a nethod for
endcappi ng fornmal dehyde polyners with al cohols and that Huyser
di scl oses that the appellants’ end groups are autoxidi zabl e.
Answer, p. 4. Accordingly, the exam ner concl udes that

it would have been obvious to one of ordinary skill in the

art that if autoxidizable al cohol endgroups where [sic,
were] used in the known net hod of meki ng end- bl ocked
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pol yf or mal dehyde chai ns such as descri bed in Greshamt hat

t he formal dehyde functionality in the polyfornmal dehyde chain

woul d be avail able for a crosslinking reaction with an

acet oacetate polyner functionality when the autoxidizabl e

al cohol end-bl ocking group was renoved. Furthernore, it

woul d have been obvious to one skilled in the art that once

t hese end-groups oxidi zed, the aqueous fornmal dehyde woul d,

al beit del ayed, proceed to controllably crosslink the

acet oacetate functional polynmer in the art recognized

manner and that until these end-groups oxidized a

conposi tion containing sane woul d be shel f-stable

[ Answer, para. bridging pp. 4-5].

We find this position untenable.

As devel oped in the appellants’ Brief, none of the
references teaches or suggests the conbination of el enments which
conprise the clained conposition. Mreover, the exam ner has
failed to provide any reasons based on the applied prior art, or
on the basis of know edge generally available to one of ordinary
skill in the art, as to why the teachings of the references
shoul d be conbined. Rather, the exam ner’s overall position is
that one of ordinary skill in the art woul d have understood that
aqueous fornmal dehyde is an excell ent crosslinker for
acetoactetate polyners and, thus, any nodifications to the
conponents of the crosslinking reaction would have been prinma
faci e obvious. However, in reviewng the references relied on by
the examner is difficult to discern on what basis this

concl usi on was reached. The exam ner has not provided any



Appeal No. 95-0365
Application 07/921, 537

reasons why the prior art would have suggested to those of
ordinary skill in the art the endbl ocking of a pol yformal dehyde
chain wi th autoxidizable end groups in order to make an air-
curing conposition which conprises acetoacetate functional groups
and sai d pol yf ormal dehyde chain. On this record, we only find

t hese suggestions in the appellants’ specification. Accordingly,
we agree with the appellants, that the exam ner has relied on

i nperm ssi bl e hindsight in making his determ nation of

obvi ousness. In re Fritch, 972 F.2d 1260, 1266, 23 USPQd 1780,
1784 (Fed. Cir. 1992); Interconnect Planning Corp. v. Feil, 774
F.2d 1132, 1138, 227 USPQ 543, 547 (Fed. Cir. 1985) (“It is

i nperm ssi ble to engage in hindsight reconstruction of the
clainmed invention, using the applicant’s structure as a tenplate
and selecting elenents fromreferences to fill gaps”). WL. Core
& Associates, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-313
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984) (“To inbue
one of ordinary skill in the art with know edge of the invention
in suit, when no prior art reference or references of record
convey or suggest that know edge, is to fall victimto the

i nsidious effect of a hindsight syndrone wherein that which only
the invention taught is used against its teacher”). Thus, on

this record, we do not find that the exanm ner has established,
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t hrough the use of factual evidence or sound scientific
reasoni ng, that the conbined |limtations woul d have been obvi ous
to one of ordinary skill in the art at the time of the present

i nvention.

As a final matter, we point out that we agree with the
appellants that the contested statenment on p. 1 of the
specification? identifies a problemin the prior art which the
present invention seeks to resolve. W find the examner’s
statenent on p. 9 of the Answer that “[w] hen one, w thout know ng
how it is going to affect his interests, makes a statenent which
he |l ater attenpts to deny when he finds it against his interests,
he will not be believed unl ess he produces convincing proof of
his |ater assertion,” to be unreasonable and unwarranted. W
know of no case | aw which woul d support this extrenme position.

Accordingly, Rejection Il is reversed.

The decision of the examner is affirned-in-part.

2 The specification states “[a] queous formal dehyde is known
to be an excellent and rapid crosslinker for acetoacetate
pol ynmers and specifically for vinyl enul sion polyners with
pendant acetoacetate groups. However, the crosslinking reaction
is very fast and is not controllable, so acetoacetate emul sions
to which formal dehyde has been added are very poor filmforners
and are not generally useful in coating conpositions.”
Specification, p. 1., para. 2.



Appeal No. 95-0365
Application 07/921, 537

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

1.136(a).

AFFI RVED- | N- PART

JOHN D. SM TH )
Adm ni strative Patent Judge)

)
)

)
CAMERON VEI FFENBACH ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES

)

)
JOAN ELLI S
Adm ni strative Patent Judge)
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Brian W Stegman

Rohm and Haas Conpany

| ndependence Mall West
Phi | adel phia, PA 19105

JE/jrg
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